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DETAILED ACTION 



Specification 



1 . Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on 

a separate sheet within the range of 50 to 250 words. It is important that the abstract not 
exceed 250 words in length since the space provided for the abstract on the computer tape used 
by the printer is limited. The form and legal phraseology often used in patent claims, such as 
"means" and "said," should be avoided. The abstract should describe the disclosure sufficiently to 
assist readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

2. The following guidelines illustrate the preferred layout and content for patent applications. 
These guidelines are suggested for the applicant's use. 



3. The disclosure is objected to because of the following informalities: The specification, 
page 5, line 27, grammage units are written as 25- 350 gT 2 it should be changed to 25-350 g/m 2 . 

Appropriate correction is required. 

4. The amendment filed on August 5, 2002 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: the noil fibrils being non-gel of claims 17-19. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 U.S.C. § 112 



5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 17-19 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. The non-gel form of the noil does not basis in the specification and 
therefore, constitutes a new matter. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



8. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 15 and 16 are indefinite since the steps of using the noils have not been recited, 
i.e., how the paper is formed using the noils. 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claim Rejections - 35 U.S.C. § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Gavelin, US 
Patent No. 4,889,594. 

Regarding claims 1-16, Gavelin teaches a method of manufacturing filler containing papers 
in which fines, noils, are mixed with papermaking pulp to obtain the paper, see abstract. Gavelin 
teaches also that the noils or fines are refined to 40-100 ml CFS which is within the claimed range, 
(after conversion to °SR) and teaches that the fibers pass through a screen of 150 mesh Bauer 
McNett, column 3, lines 28-42. Gavelin is silent with respect to the wire mesh P50, (which due to 
not prior definition of the units, it would be assumed to indicate 50 mesh Bauer McNett). But 
teaches that the noils pass through a 150 mesh which is smaller in size than the 50 mesh, (see 
attached table), and therefore the limitation is inherent to his invention. Gavelin teaches also the 
mixture of noils and filler or pigments, see above and the proportion of noils to pulp are within the 
claimed range. 
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Claim Rejections - 35 U.S.C. § 103 

11. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Column., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining obviousness 
under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 

13. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roberts, US 
Patent No. 4,692,211. 

Roberts teaches a high strength cellulosic paper in which a papermaking pulp is mixed 
with hydrated cellulosic gel, which as it is well known consists of fine fibers or noils. The amount 
of gel binder is within the claimed range, i.e., from 1-10% of the pulp, see abstract. The 
drainage of the cellulosic gel is at least 350 and preferably 900 sec, Tappi drain time, column 3, 
lines 33-46, which falls within the claimed range in Schopper-Riegler degrees. The mesh size of 
the fines is not mentioned in Roberts invention, but optimizing the mesh size and the other 
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Art Unit: 1731 

variables of the process, such as refining degree and pigments to fines ration would have been 
obvious to one of ordinary skill in the art, absent a showing of unexpected results. 



14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of "Use of fines in the production of paper." 

1 5 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jose Fortuna, whose telephone number is (703)305-7498. The examiner can 
normally be reached on Monday-Friday from 9:30 A.M. to 5:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Steven P. Griffin, can be reached on (703)308-1 164. The fax number for this group is (703)305- 
7115. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-0661 . 

When filing a FAX in group 1730, please indicate in the Header (upper right) "Official" 
for papers that are to be entered into the file, and "Unofficial" for draft documents and other 
communication with the PTO that are not for entry into the file of the application. This will 
expedite processing of your papers. 



Conclusion 



Jose A. Fortuna 



February 6, 2003 
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